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DETAILED ACTION 

1 . This is a non-final first Office action on the merits. Currently, claims 1 - 1 9 are pending. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 8-12 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Claims 8-12 recite a "system" comprising the following components: (1) an "estimator" 
for determining costs and savings, (2) an "estimator" for determining value, (3) a "builder" for 
determining benefit, and (4) a "planner" for determining resource requirements and performance 
metrics. 

These components do not necessarily make up a physical structure. Rather, they merely 
constitute procedures that do not require an accompanying structure. Such procedures, in a 
reasonably broad sense, are merely a collection of steps to be followed in order to achieve a 
desired outcome (i.e. a collection of computer instructions). In a reasonably broad sense, claims 
8-12 are directed to computer instructions that lack any tangible structure. Applicant's 
specification is directed to software that performs these procedures. However, claims 8-12 do 
not tangibly embody this software on a computer-readable medium. None of these claims recite 
any physical structure that would serve to constitute a "system." 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the im ention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the stibject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. pre- 
grant publication number 2003/0158800 to Pisello et al ("Pisello") in view of Official Notice. 

As per claims 1,8, and 13, Pisello discloses generating a business case relative to a 
baseline, comprising the steps of: 

• determining an investment cost (see paragraphs 33 and 36); 

• determining an incremental savings in operating costs relative to said baseline 
(see paragraphs 38-39; paragraph 40: lines 4-9, disclosing determining cost 
reductions over a period of years; paragraph 91 : lines 12-15, disclosing comparing 
costs and benefits of the project to a base case); 

• determining an incremental business value to a supported business operation 
relative to said baseline (see paragraphs 41 and 44, disclosing measuring 
improvement in key performance indicators; paragraph 44: lines 7-16, disclosing 
determining KPI values over a period of years; paragraph 91 : lines 12-15, 
disclosing comparing costs and benefits of the project to a base case); and 

• determining whether the total benefit represented by said incremental savings in 
operating costs and said incremental business value justifies said investment cost 
(see paragraph 49, disclosing evaluating costs and benefits; paragraph 56, 
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disclosing determining risk; paragraph 91, disclosing comparing costs and 
benefits to a base case). 

Pisello does not explicitly disclose wherein the business case is for an alternative server 
infrastructure scenario. Pisello does, however, teach using the method to evaluate potential 
information technology projects (see generally title, abstract, disclosure). Furthermore, Pisello 
teaches using the method to evaluate potential server projects (see paragraph 3 1 : lines 6-10; 
paragraph 33: lines 5-7; paragraph 39: lines 1-4; paragraphs 106 and 109). 

Pisello does not explicitly disclose evaluating server infrastructure, such as a grid-based 
infrastructure. Examiner takes Official Notice that it would have been obvious to one of 
ordinary skill in the information technology evaluation arts to use the evaluation methods taught 
by Pisello to evaluate the potential impact of a server infrastructure project. One of ordinary 
skill in the art would have been motivated to do so in order to realize the organizational and 
financial impact of making changes to their server infrastructure. 

As per claims 2, 9, and 14, Pisello discloses determining resource requirements, said 
investment cost and said incremental savings in operating costs being determined from said 
resource requirements (see paragraph 33, disclosing determining resources related to investment 
costs such as software, network components, peripherals, and labor; paragraph 39, disclosing the 
same for cost savings) . 

Pisello does not explicitly disclose wherein resource requirement are determined for an 
alternative server infrastructure. Refer to the obviousness rejection of claim 1, above. 

As per claims 3, 10, 11, and 15, Pisello discloses determining performance metrics, said 
incremental business value being determined from said performance metrics (see paragraph 41, 
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disclosing wherein key performance indicators form a basis for business values such as customer 
satisfaction, responsiveness, innovation, etc). 

Pisello does not explicitly disclose wherein performance metrics are determined for an 
alternative server infrastructure. Refer to the obviousness rejection of claim 1, above. 

As per claims 4 and 16, Pisello discloses wherein said steps are performed for a plurality 
of scenarios (see paragraph 91, disclosing performing the method on a plurality of projects). 

Pisello does not explicitly disclose wherein the scenarios are altemative server 
infrastructure scenarios. Refer to the obviousness rejection of claim 1, above. 

As per claims 5 and 17, Pisello does not explicitly disclose wherein said altemative 
server infrastructure scenario is a grid-based scenario. 

As discussed above in regards to claim 1, Pisello teaches using the method to evaluate 
potential server projects. Pisello does not explicitly disclose evaluating server infrastructure, 
such as a grid-based infrastructure. Examiner takes Official Notice that it would have been 
obvious to one of ordinary skill in the information technology evaluation arts to use the 
evaluation methods taught by Pisello to evaluate the potential impact of a grid-based server 
infrastructure project. One of ordinary skill in the art would have been motivated to do so in 
order to realize the organizational and financial impact of using a grid-based server 
infrastructure. 

As per claims 6 and 18, Pisello discloses wherein said investment cost is an incremental 
investment cost of said scenario relative to said baseline scenario (see paragraph 34: lines 5-11, 
disclosing determining cost reductions over a period of years; paragraph 91, disclosing 
comparing costs and benefits to a base case). 
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Pisello does not explicitly disclose wherein the scenarios are alternative server 
infrastructure scenarios. Refer to the obviousness rejection of claim 1, above. 

As per claims 7, 12, and 19, Pisello discloses wherein said step of determining whether 
said total benefit justifies said investment cost comprises the step of calculating a rate of return 
of said total benefit on said investment cost (see paragraph 56: lines 7-9, disclosing using retum 
on investment and internal rate of retum). 

Additional Prior Art 

4. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• U.S. pre-grant publication number 2005/0043977 to Ahem et al, directed to 
managing and tracking changes in enterprise architectures. 

• U.S. pre-grant publication number 2004/0083 153 to Larsen et al, directed to 
evaluating internal business investments. 
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Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil R. Kardos whose telephone number is (571) 270-3443. The 
examiner can normally be reached on Monday through Friday from 9 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571) 272-6729. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Neil R. Kardos 
Examiner 
Art Unit 3623 

NRK 
1/28/08 

/Beth Van Doren/ 

Primary Examiner, Art Unit 3623 



